In re Lasch, ct al. 
App. Ser. No. 10/092,681 

REMARKS 

Claims 1-47 arc currently pending. Independent claims 1, 14, 20 and 43 have been 
amended. 

In the Office Action mailed May 21, 2003, the Examiner rejected claim 43 under 35 U.S.C. 
§ 102(b) as being anticipated by EPO 0 343 829 issued to Peter E. Rudland ("Rudland"). Office 
Action, dated May 21, 2003, pp. 3, par. 4. Additionally, the Examiner rejected claims 1-42 and 44- 
47 under 35 U.S.C. § 103(a) as being unpatentable over Rudland or over Rudland in view of U.S. 
Pat. No. 5,407,893 issued to Koshizuka et al. ("Koshizuka") and further in view of U.S. Pat. No. 
4,794,142 issued to Alberts et al. ("Alberts"). Id. at pp. 4-8. 

Claim Rejections - 35 U.S.C. § 102(b) 

The Examiner rejects claim 43 under 35 U.S.C. 102(b) as being anticipated by Rudland. 
The Examiner's assertions are respectfully traversed and reconsideration of the anticipation 
rejection is requested in view of amended claim 43. 

Rudland teaches a card or badge for carrying data which comprises an inner layer 1 1 
sandwiched between outer layers 12, 13 where the inner layer has printed thereon, in ink which is 
opaque to infra-red radiation, a plurality of code bars 14 representing a string of binary data bits. 
Rudland, Col. 4, lines 31-39. Rudland also teaches that the code bars are encoded in a track 
consisting of specifically defined rectangular areas that are opaque to infra-red radiation and 
separated by clear areas or transparent spaces that transmit infra-red radiation. Id. al Col. 3, lines 
23-29; See also Col. 5 lines 28-34. 

In contrast Applicant's card which is made by the steps set forth in amended independent 
claim 43, specifically comprises a second layer that includes a machine readable compound 
distributed over a surface of said second layer wherein said machine readable compound is 
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capable of blocking infrared light from being transmitted through said second layer. Rudland, on 
the other hand, specifically teaches a card that is transparent to infra-red radiation with the 
specific exception of a series of discrete rectangular infra-red opaque code bars representing 
binary data along a defined track on the card, e.g., as shown in Fig. 1 of Rudland. 

As a result, Rudland docs not teach each and every element of the method of making a 
card as now claimed in Applicant's revised independent claim 43. M.P.E.P. §§ 706.02(b) and 
21 SI. Therefore, Applicants respectfully assert that independent claim 43, as now written and 
amended, is patentably distinct from Rudland and in condition for allowance. 

Inasmuch as independent claim 43 is now believed to be allowable, Applicants 
respectfully submit that dependent claims 44-47, which depend from claim 43 either directly or 
indirectly, are also allowable for the same reasons. 

Claim Rejections - 35 U.S.C. § 103(a) 

The Examiner rejected claims 20-42 and 44-47 under 35 U.S.C. § 103(a) as being 
unpatentable over Rudland. The Examiner also rejected claims 1-6, 14 and 15 under 35 U.S.C. 
§ 103(a) as being unpatentable over Rudland in view of Koshizuka. The Examiner additionally 
rejected claims 7-13 and 16-19 under 35 U.S.C. § 103(a) as being unpatentable over Rudland as 
modified by Koshizuka as applied to claim 1, and further in view of Alberts. The Examiner's 
assertions are respectfully traversed and reconsideration of the obviousness rejections is 
requested in view of amended independent claim 1,14 and 20. 
Claim 20 

With respect to independent claim 20, Applicants respectfully submit that Rudland 
teaches a multi-layered card that is transparent to infra-red radiation except for a series of discrete 
rectangular infra-red opaque code bars representing binary data along a defined track on the card. 



9 



In re Lasch, et al. 
App. Scr. No. 10/092,681 

Further, since Rudland uses the infrared opaque bars for encoding purposes, there would not 
have been motivation to modify the card in Rudland so that the infrared blocking material 
substantially covers the card surface which, if done, would actually eliminate the coding features 
of the card in Rudland. Thus, Rudland does not teach or suggest a card comprising a second 
layer having a machine recognizable compound distributed over a surface of said second layer 
wherein said machine recognizable compound is capable of blocking infrared light from being 
transmitted through said second layer. Accordingly, since Rudland fails to teach or suggest such 
a card with an infrared blocking layer, Applicants respectfully submit that Rudland fails to teach 
or suggest all the limitations of Applicant's claimed invention in independent Claim 20. See 
M.P.E.P. §2143. 

Applicants therefore respectfully assert that independent claim 20, as now presented, is 
patentably distinct from Rudland and therefore in condition for allowance. Inasmuch as 
independent claim 20 is now believed to be allowable, Applicants respectfully submit that 
dependent claims 21-42 which depend from claim 20, either directly or indirectly, are also 
allowable for the same reasons. 
Claims 1 and 14 

With respect to independent claims 1 and 14, Applicant's respectfully submit that neither 
Rudland or Koshizuka teach or suggest a card comprising a first layer having a first surface, said 
first layer comprising a machine recognizable compound substantially covering said first surface 
as claimed in amended independent claim 1. Also, neither Rudland or Koshizuka teach or 
suggest a method of making a card comprising the step of providing a first layer having a surface, 
said first layer also having a machine readable compound distributed substantially over said 
surface as claimed in amended independent claim 14. Additionally, neither Rudland or 
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Koshizuka teach or suggest a card or a method of making a card wherein said machine 
recognizable compound or machine readable compound substantially blocks infrared light from 
being transmitted through said first layer as claimed in amended independent claims 1 and 14. 
Thus, Applicants respectfully submit that initially there is no motivation or suggestion to 
combine Rudland with Koshizuka to teach Applicant's claimed invention. See M.P.E.P. §2143. 

Moreover, even if Rudland is combined with Koshizuka, this combination fails to teach 
or suggest all the claim limitations of independent claims 1 and 14. Rudland discloses a multi- 
layered card that is transparent to infra-red radiation except for a series of discrete rectangular 
infra-red opaque code bars representing binary data along a defined track on the card. Koshizuka 
discloses material for making identification cards with adequate mechanical strengths and 
excellent durabilities, including extrusion coating to bond layers together. 

The combination of Rudland with Koshizuka fails to disclose or teach a first layer 
comprising a machine recognizable compound substantially covering said first surface or a first 
layer having a machine readable compound distributed substantially over said surface. Further, 
the combination of Rudland with Koshizuka fails to disclose or teach a card or a method of 
making a card wherein said machine recognizable compound or machine readable compound 
substantially blocks infrared light from being transmitted through said first layer. Accordingly, 
Applicants respectfully submit that even a combination of Rudland and Koshizuka fails to teach 
or suggest all the limitations of Applicant's claimed invention. See M.P.E.P. §2143. Applicants 
therefore respectfully assert that independent claims 1 and 14, as now presented, are patentably 
distinct from the combination of Rudland and Koshizuka and therefore in condition for 
allowance. 
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Inasmuch as independent claims 1 and 14 are now believed to be allowable, Applicants 
respectfully submit that dependent claims 2-13 and 15-19, which depend from claims 1 and 14, 
respectively, cither directly or indirectly, are also allowable for the same reasons. 



For the foregoing reasons, Applicants respectfully request that the foregoing amendment be 
entered and that the pending claims be considered and allowed to issue. The Examiner is 
encouraged to contact the undersigned directly at (312) 984-7619 should there be any issues that 
might hinder the passage of this application to issue. 



227 West Monroe Street 
Chicago, Illinois 60606-5096 
tel.no.: (312) 372-2000 
fax.no.: (312)984-7700 



CHI99 4 191682-1.037355.0097 



CONCLUSION 



Respectfully submitted, 



Date: October 21, 2003 




MCDERMOTT, WILL & EMERY 



Gilberto Hernandez, Reg. No. 46,483 
One of the Attorneys for Applicant(s) 
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